
IN THE UNITED STATES DISTRICT COURT

FOR THE WESTERN DISTRICT OF WISCONSIN

STI HOLDINGS, INC., f/k/a

STOUGHTON TRAILERS, INC.,

Plaintiff,

v.

GREAT DANE LIMITED PARTNERSHIP,

Defendant.

ORDER

09-cv-570-slc

On February 4, 2011, this court held the final pretrial conference with the parties.  The

court allowed the parties to provide post-hearing input on these following issues:  1) the wording

of the preliminary instructions, specifically, whether the jury should be instructed that

Stoughton brought this case initially; 2) the wording of the “law of the case” document that will

be read to the jury at trial; 3) how the jury should be instructed on the date from which damages

begin to be calculated; and 4) whether Stoughton’s damages expert should be limited in his

testimony to the four corners of his report.  This order addresses those remaining issues.  

I.  Preliminary Instructions

Contentions of the Parties.  I am persuaded that informing the jury that Stoughton

brought this case for infringement but infringement is no longer in the case is helpful to provide

context for the jury and not prejudicial to Great Dane.  To be consistent with the language used

in the “law of the case” document, I have altered the wording to read “It is established” that

Great Dane’s composite trailers include the elements of the asserted patent claims. 
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II.  Law of the Case Document

I have incorporated Great Dane’s proposed additional language with one exception:  I

have not included the phrase, “As a result,” that Great Dane proposed as an introduction to the

“properly combinable” language because the jury might incorrectly interpret this phrasing to

suggest a cause-and-effect relationship. 

III. Damages Issues

1.  Date Damages Began

At the final pretrial conference, the parties disputed whether Stoughton had marked its

trailers before it filed this lawsuit.  Stoughton has submitted a jury instruction on marking that

is acceptable.  Dkt. 115. Great Dane, however, says Stoughton should not even be allowed to

present evidence of marking at trial.   Dkt. 113.

First, Great Dane argues that Stoughton waived the marking argument by failing to plead

notice with the marking statute.  This argument is unpersuasive.  In Sentry Protection Products, Inc.

v. Eagle Mfg. Co., 400 F.3d 910, 918 (Fed. Cir. 2005), the court found that Sentry’s pleading

that “the infringements have been willful and with full knowledge of the ‘611, and ‘781 patents”

was sufficient to preserve the marking issue.  Similarly, in this case, Stoughton alleged in its

complaint that “Great Dane had actual knowledge of [the ‘564 patent and ‘902 patent] yet

continued its infringing conduct notwithstanding that knowledge” and that Great Dane’s

infringement was willful and deliberate.  Dkt. 1, ¶¶14, 22.  Stoughton did not waive its marking

argument by failing to plead notice.
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Second, Great Dane argues that the only evidence that Stoughton presented during

discovery to support any marking argument does not actually establish marking.  It is up to the

jury to determine what the evidence shows or fails to show.  It should go without saying that any

evidence that Stoughton intends to submit in support of its marking claim can only be evidence

previously disclosed during discovery.  Fed. R. Civ. P. 37(c)(1).

Finally, to comply with the statute of limitations, I have included in the damages

instruction a provision stating that the earliest date on which damages may begin is September

17, 2003.

2.  Stoughton’s Damages Expert

At the final pretrial conference, I denied Great Dane’s motion to bar the testimony of

Vincent Thomas, Stoughton’s damages expert, at trial.  Thomas did not apply the “25 Percent

Rule” declared unreliable in Uniloc USA, Inc. v. Microsoft Corp., ___ F.3d ___, 2011 WL 9738

(Fed. Cir. Jan. 4, 2011), and although his proposed 80/20 profit split lacks analytical precision,

it is not so arbitrary as to be unreliable under Daubert.  Thomas linked his opinion to the factors

identified in Georgia-Pacific v. United States Plywood Corp., 318 F. Supp. 1116, 1120-21 (S.D.N.Y.

1970), and to the sparse facts available to him on this issue in this lawsuit.  Overall, I am

persuaded that his opinion could help the jury understand the various Georgia-Pacific factors and

how they ought to be considered in the context of this case. 

However, Great Dane is correct that Stoughton cannot use evidence that it failed to

provide during discovery to that Stoughton cannot prove a key assumption made by Thomas--

namely, that market demand for Great Dane’s trailers was driven by the patented invention.
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As Great Dane points out, although Thomas was entitled to rest his opinion upon assumed facts,

Stoughton was obliged before discovery closed to disclose the evidence that it was going to use

at trial to prove these assumed facts.  Stoughton failed to do so, which denied Great Dane the

opportunity to investigate this evidence and attempt to impeach or counter it.  That Great Dane

could have anticipated that foundational support for Thomas’s opinions was in the offing is not

the same as timely receiving the actual evidence.  Providing foundational witness declarations

after the close of discovery in response to a motion in limine is too late.  Accordingly, Stoughton

is limited to proving its damages case with evidence disclosed before discovery closed. 

Attached to this order are copies of the edited preliminary jury instructions, statement

of the prior art, verdict form on liability and damages instructions.

Entered this 10  day of February, 2011.th

BY THE COURT:

/s/

STEPHEN L. CROCKER

Magistrate Judge
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